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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claim 9 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Re claim 9, the claim recites a database for storing subscriber related data 
containing, and further recite a processing unit for controlling the database. The 
recitation leaves doubt to the metes and bounds of the claim. It is not clear to a 
person having ordinary skills in the art if the processing unit inside the database 
is to controls the database of which it is inside and a part of. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in- 

(1) an application for patent, published under section 122(b), by another filed in the United States before the 
invention by the applicant for patent; or (2) a patent granted on an application for patent by another filed in 
the United States before the invention by the applicant for patent, except that an international application 
filed under the treaty defined in section 351(a) shall have the effects for the purposes of this subsection of 
an application filed in the United States only if the international application designated the United States and 
was published under Article 21 (2) of such treaty in the English. 
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4. Claims 1, 2, 3, 4, 7, 8, 9, 10 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Einola et al., US Pat No. 6771964 B1. 

Re claim 1, Einola discloses a method for handling user equipment in a 
communications network comprising at least a first access network and a second 
access network for enabling a user equipment to access said communications 
network , wherein the access networks have at least a partially overlapping 
service area, and wherein the user equipment located in a partially overlapping 
service area can be transferred from the first to the second access network(col 2, 
lines 55 - 64, where Einola discloses a handover (transfer of service) from an 
overlapping serving and neighborhood network (first and second access 
network); col 3, lines 13 - 15, a multi mode mobile station capable of 
communicating with different wireless networks), said method comprising the 
following steps: 

receiving an indication of a request for transferring at least one user equipment 
from said first access network to said second access network (col 2, line 65 - col 
3, line 12, provided with information (indication of a request to transfer at least 
one user equipment) ... may be handed over to another network; also see col 3, 
lines 38 - 65, message (indication) is sent to the serving wireless network (first 
access network);, 

checking a transfer permission parameter value associated to a user equipment, 
determining that the transfer permission parameter value indicates that a transfer 
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of the associated user equipment is permitted (col 3, line 66 - col 4, line 2, 
permission for the user to utilize the neighboring wireless network), 
determining that the transfer permission parameter value indicates that the user 
equipment belongs to a group of user equipment, for which a preferred access 
network has been defined (col 3, line 66 - col 4, line 2; col 6, lines 24 - 35 Einola 
discloses that preference parameter include GSM preferred, implies that user 
equipment belongs to a GSM group of equipment that GSM preferred access 
networks is defined), and 

initiating, based on the determination, the transfer of the user equipment from the 
first to the second access network (col 3, line 31 - 34). 

The rejection of claim 1 is incorporated herein. Claims 2, 3, 4 depend on 
claim 1 and only further limitations will be addressed below. 

Re claim 2, Einola discloses that the access network operates according 
to the standards defined for Global System for Mobile Communication, Wide- 
band Code Division Multiple Access (fig 1, ref 12, 28, Einola disclose a GSM and 
UMTS network) 

Re claim 3, Einola discloses that the group of user equipment for which a 
preferred access network has been defined comprises user equipment with 
service capability limited to services with correspond to services supported on 
the second network (col 6, lines 24 - 38, from the disclosure of Einola, when the 
serving network (first access network) is a GSM network, and the preference 
parameter of UMTS preferred) 
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Re claim 4, Einola discloses that the group of user equipment for which a 
preferred access network has been defined comprises user equipment 
associated with service capabilities limited to services which correspond to 
services supported by the second network (col 3, line 66 - col 4, line 2, 
permission of the user; col 6, lines 24-41, subscriber's preferred connection 
properties and other subscription data) 

Re claim 7, it is drawn to the apparatus by the corresponding method 
claim 1 and is rejected for the same reasons as above. 

The rejection of claim 7 is incorporated herein. Claim 8 depends on claim 
7 and only further limitations will be addressed below. 

Re claim 8, it is drawn to the apparatus by the corresponding method 
claim 1 and is rejected for the same reasons as above. 

Re claim 9, Einola discloses a database for storing subscriber related data 
(col 4, line 55 - 57). It is furthermore drawn to the apparatus by the 
corresponding method claim 1 , and is rejected for the same reasons as above. It 
is also noted that the recitation of "storage" is not defined in the specification of 
the disclosure. However, for compact prosecution reasons, it will be construed by 
the examiner to be a statutory product. 

Re claim 10, it is drawn to the apparatus by the corresponding method 
claim 1 and is rejected for the same reasons as above 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966) , that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: (See MPEP Ch. 
2141) 

a. Determining the scope and contents of the prior art; 

b. Ascertaining the differences between the prior art and the claims in issue; 

c. Resolving the level of ordinary skill in the pertinent art; and 

d. Evaluating evidence of secondary considerations for indicating 
obviousness or nonobviousness. 

6. Claims 5 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Einola et al., US Pat No. 6771964 B1 in view of Lescuyer, Pierre., 
European Pub No. 1257141 A1. 

The rejection of claim 1 is incorporated herein. Claims 5 and 6 depend on claim 1 
and only further limitations will be addressed below. 

Re claim 5, Einola discloses wherein the group user equipment for which 
a preferred access network has been defined comprises user equipment 
associated with a subscription for which services are permitted (col 3, line 66 - 
col 4, line 2; col 6, lines 24 - 41 ). Einola is silent on the services not supported by 
the first network. Lescuyer in analogous art discloses a method of operating at 
least a first and second access networks where the mobile phone sends a 
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indication of a request for transfer of at least one user equipment to the first 
access network and the first network decides and initiate transfer based on the 
request (see abstract) so as to allow change of RAT even between 
uncoordinated radio access networks (paragraph [11]). Lescuyer further 
discloses that a mobile may be able to detect the pilot or beacon or the presence 
of a HIPERLAN local area network and the user decides to switch to this network 
if the current download rate is too slow on the current system or the file is too big 
and the HIPERLAN alternative (service that is not supported by the first network) 
is likely to provide a faster solution (paragraph [13]). It would have been obvious 
to a person having ordinary skills in the art, at the time of the invention, to 
incorporate the teaching of Lescuyer into the disclosure of Einola, to have 
services not supported by the first network so as to allow change of RAT even 
between uncoordinated radio access networks. 

Re claim 6, the combined teaching of Einola in view of Lescuyer, as a 
whole, discloses that the group of user equipment for which a preferred access 
network has been defined comprises user equipment with service capacities 
corresponding to services (Einola: col 6, lines 24-41) that are not supported by 
the first network (paragraph [13], the file is too big and the HIPERLAN alternative 
is likely to provide a quicker solution). 
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Contact Information 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to OPIRIBO GEORGEWILL whose telephone 
number is (571)270-7926. The examiner can normally be reached on Monday 
through Thursday, 9:00am - 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lester Kincaid can be reached on (571)272-7922. The fax phone 
number for the organization where this application or proceeding is assigned is 
571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 

/OPIRIBO GEORGEWILL/ 
Examiner, Art Unit 2617 

/Lester Kincaid/ 

Supervisory Patent Examiner, Art Unit 2617 
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